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REMARKS 

This paper is responsive to the Final Office Action dated September 19, 2005. Claims 1- 
48 were examined. Claims 1, 2, 6, 7, 10, 16, 17, 19, 21, 22, 26-28, and 42 are rejected under 35 
U.S.C. § 102(b) as being anticipated by Walker et al. (U.S. Patent No. 5,579,348). Claims 3-5, 
20, and 44-47 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Walker et al. in 
view of Sutardja (U.S. Pub. 2004/0071029). Claims 11-15, 18, 20, 23-25, 29-41, 43 and 48 are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Walker et al. in view of Torode 
(U.S. Patent No. 5,451,912). 

Claim Rejections - 35 US.G $ 102 

With regard to claim 1, the Office action states that "[i]t is inherent that the memory 62 
[of Walker] is nonvolatile because of is functionality of data usage and handling." Applicants 
respectfully disagree that the memory 62 in Walker is inherently non-volatile. As MPEP § 21 12 
makes clear "[t]he fact that a certain result or characteristic may occur or be present in the prior 
art is not sufficient to establish the inherency of that result or characteristic." The MPEP also 
states that "[i]n relying upon the theory of inherency, the examiner must provide a basis in fact 
and/or technical reasoning to reasonably support the determination that the allegedly inherent 
characteristic necessarily flows from the teachings of the applied prior art." 

The memory in Walker is not inherently nonvolatile. There is no teaching that the 
memory should be maintained while the device is off. There is nothing in Walker that requires 
or even suggests that the memory 62 is non- volatile. There is no reason that the memory 62 in 
Walker has to maintain its contents while the other components of the clock recovery circuit 
shown in Figs. 1-3 are powered off. Walker teaches that an initial value is determined for 
memory 62. The clock recovery circuit of Walker would work perfectly well if the calibration 
operation would occur and the initial value would be determined each time the apparatus was 
powered up. Infect that may be the only method of operation contemplated. Since that is the 
case, it is clear that the memory 62 of Walker is not inherently non-volatile. Accordingly, 
applicants respectfully request that the rejection of claim 1 as anticipated by Walker be 
reconsidered and withdrawn. 
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Similar reasoning applies to claims 21, 26, 42, and applicants respectfully request that the 
rejection of those claims as being anticipated by Walker be reconsidered and withdrawn. 

With respect to claims 10 (amended to provide for correct antecedent basis to claim 1), 
21, and 42 the Office action states that Walker teaches in column 3, lines 60-63, a fixed 
frequency reference source to synthesize the output clock. Applicants respectfully disagree. 
Walker teaches at col. 3, lines 60-67 that a transmitted reference signal such as a horizontal sync 
or color burst pulse inherent in a broadcast television signal can be used for controlling the 
master clock to operate with an improved range of accuracy. 

Claim 10 (as amended) recites supplying a fixed frequency reference from a fixed 
frequency reference source. A broadcast television signal is not a fixed frequency reference 
source. Accordingly, applicants submit that claim 10 distinguishes over Walker. 

Claim 21 recites a resonating device supplying a fixed reference frequency used by the 
controllable oscillator to synthesize an output clock. No such resonating device is taught by 
Walker. 

Claim 42 recites a resonating device having a fixed frequency coupled to the controllable 
oscillator. No such structure is taught in Wilson. The Office action states that the master clock 
20 of Wilson is the claimed controllable oscillator. There is no resonating device shown in 
Wilson supplying a fixed frequency to the controllable oscillator. A transmitted reference signal 
such as a horizontal sync or color burst pulse inherent in a broadcast television signal of Wilson 
does not teach a resonating device having a fixed frequency. Accordingly, applicant submits that 
claim 42 distinguishes over Wilson. 

Claim 28 recites memory location storing a history of correction factors determined 
during calibration. The Office action states that Wilson shows memory and therefore is 
inherently able to store a history of correction factors determined during calibration. Wilson 
does not show memory locations storing a history of correction factors determined during 
calibration as claimed. Accordingly, applicants submit that claim 28 distinguishes over Wilson. 
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Claim Rejections - 35 U.S.C. $103 

Claims 3-5, 20, and 44-47 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Walker et aL in view of Sutardja (U.S. Pub. 2004/0071029). The Office action relies the 
combination of Walker and Sutardja to teach generating at least a second control value using the 
phase-locked loop to lock the clock generated by the controllable oscillator to a multiple of the 
calibration clock and wherein the at least one control value and the second control value are 
generated at first and second temperatures as recited in claim 3. The Office action states it 
would be obvious to combine the teachings of Sutardja with Walker. Applicants respectfully 
disagree. In Sutardja, temperature compensation is necessary in a precision frequency reference 
circuit formed by a semiconductor oscillator (instead of, e.g., a crystal) because semiconductor 
oscillators can have excessive variation in the oscillating frequency, especially with temperature 
changes. Sutardja, paragraph 0004. 

There is absolutely no motivation to modify Walker to provide temperature 
compensation. Walker does not teach a precision frequency reference source. Instead, Walker 
teaches a circuit that is intended to recover timing in received signals. Col. 3, lines 45-67. The 
master clock output rate control in Walker is transferred to the timing component embedded in 
the received signals after an initial calibration that is used to get the master clock close to the 
timing component. Col. 4, lines 34-38. There is no reason to compensate for temperature during 
calibration because the initial calibration is intended only to get the master clock close to the 
timing embedded in the received data. Further, there is no way to measure temperature in 
Walker nor any way to cause two different temperatures. Thus, temperature compensation 
during the calibration operation in Walker is impossible. Further, there is no reason to 
compensate for temperature after calibration since the circuit of Walker is intended to track the 
timing of the received signal and the temperature is irrelevant. Any temperature compensation 
would make Walker unable to track the timing embedded in the received signals and Walker 
would be unusable for its intended purpose. Accordingly, applicants submit that there is no 
motivation at all to modify Walker to store the at least one control value and the second control 
value generated at first and second temperatures. Accordingly, applicants respectfully submit 
that there is no motivation to modify Walker with the teaching of Sutardja and therefore claims 
3-5 distinguish over the references of record. 
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With respect to claim 20, the Office action states that "disabling a temperature 
compensation mode of operation prior to providing the calibration clock would have been 
obvious based on the consideration of controlling variations." The applicant respectfully 
submits, given the discussion of claim 3 above, that there is no proper combination teaching 
modifying Walker to have temperature compensation. Accordingly, there can be no obviousness 
as stated by the Office action. Further, the Examiner is respectfully requested to provide a 
reference teaching what is stated to be obvious. 

With respect to claim 44-46 applicants submit that there is no proper modification of 
Walker to provide temperature compensation as discussed above in relation to claim 3. 
Accordingly, applicants submit that claims 44-46 also distinguish over Walker, alone, or in 
combination with Sutardja. 

With respect to claims 13-15, applicant respectfully submit that the Examiner has not 
established a prima facie case of obviousness. There is simply no teaching in Walker or Torode, 
alone or in combination, of receiving commands over the terminal prior to receiving a 
calibration clock (over the terminal). Nor has the Examiner pointed to such a teaching. 
Accordingly, applicants respectfully submit that claims 13-15 distinguish over the references of 
record and that the rejection be reconsidered and withdrawn. 

Similarly, with regards to claims 24-25, applicants submit that there is no teaching in the 
Wilson or Torode, alone or in combination regarding receiving at least one command sequence 
over the input/output terminal prior to receiving the calibration clock over the input/output 
terminal. Accordingly, applicants respectfully request that the rejection of claims 24 and 25 be 
reconsidered and withdrawn. 

Similarly, with respect to claim 29, there is no teaching that the apparatus is coupled to 
respond to input signals on the terminal (on which it receives a calibration clock signal) as serial 
commands. Accordingly, applicants respectfully request that the rejection of claim 29 be 
reconsidered and withdrawn. 

With respect to claims 15, 32, and 50, the applicant respectfully disagrees that Fig. 1 of 
Walker shows terminal 50 being bi-directional as claimed. Fig. 1 shows terminal 50 is coupled 
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to a switch that can be coupled to a transmitted reference 34 or to the symbol tuning loop. The 
teaching of Walker is in fact that terminal 50 is uni-directional. Accordingly,- applicants 
respectfully request that the rejection of claims 15, 32, and 50 be reconsidered and withdrawn. 

Summary 

Claims 1-48 are in the case. All claims are believed to be allowable over the art of 
record, and a Notice of Allowance to that effect is respectfully solicited. Nonetheless, if any 
issues remain that could be more efficiently handled by telephone, the Examiner is requested to 
call the undersigned at the number listed below. 



I hereby certify that, on the date shown below, this 
correspondence is being 

□ deposited with the US Postal Service with sufficient postage 
as first class mail and addressed as shown above. 

E] facsimile transmitted to the US Patent and Trademark Office. 




Mart Zagorin 



EXPRESS MAIL LABEL: 



Respectfully submitted, 




Mark Zagorin, Reg. No. 36,067 
Attorney for Applicants) 
(512)338-6311 (direct) 
(512) 338-6300 (main) 
(512) 338-6301 (fax) 
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